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RESPONSE TO RESTRICTION REQUIREMENT AND 
REQUEST FOR EXTENSION OF TIME AND INTERVIEW 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

In response to the Restriction Requirement mailed on January 15, 2003, Applicant elects 
with traverse Group II and the species corresponding to formula HI-A/ni-B of claim 10 wherein 
the organic radical E corresponds to Mosher's acid. 
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REQUEST FOR EXTENSION OF TIME 

A five-month extension of the term for reply, i.e., up to and including July 15, 2003, is 
requested. The Commissioner is hereby authorized to charge the fee therefor and any addition- 
ally required fee occasioned by this paper, or credii: any overpayment in such fees, to Deposit 
Account No. 50-0320. 

REMARK S 

In response to the Restriction Requirement mailed on January 15, 2003, Applicant elects 
Group II, which corresponds to claims 10-14. In addition, Applicant elects the species corre- 
sponding to formula III-A/III-B of claim 10 wherein the organic radical E corresponds to 
Mosher's acid — that is, wherein the EC(O)- group of formula III-A/III-B of claim 10 is 
a-methoxy-a-trifluoromethylphenyl acetyl. Of the elected claims, claims 10, 11, 13, and 14 read 
on the elected species. The Restriction Requirement is traversed, and its modification is re- 
quested in view of the following remarks. 

The present application relates to Applicant's discovery that the S enantiomer of the in- 
secticide fipronil is more insecticidal and less toxic than the R enantiomer. The claims of the 
present application are drawn to diastereomeric fipronil derivatives and the use of the derivatives 
for separating fipronil enantiomers. The Restriction Requirement divided the claims into three 
Groups: 

■ Group I, corresponding to claims 1-9, is drawn to drawn to diastereomeric de- 
rivatives of fipronil used in the processes of Groups II and III; 

■ Group II, corresponding to claims 10-14, is drawn to processes for preparing 
compositions comprising (S)-fipronil involving the diastereomeric derivatives 
of Group 1; 

■ Group III, corresponding to claims 15-18, is drawn to processes for preparing 
compositions comprising (S)-fipronil involving the diastereomeric derivatives 
of Group I. 

The MPEP lists two criteria for a proper restriction requirement. First, the invention must 
be independent or distinct. MPEP§803. Second, searching the additional invention must consti- 



2 00137649 
07/15/03 TUE 16:56 [TX/RX NO 5118] 



07/15/2003 16.55 FAX 2125880800 



FROMMER LAWRENCE & HAUG 



IS004 



PATENT 
454313-3183 



tute an undue burden on the examiner if restriction is not required. Id. The MPEP directs the 
examiner to search and examine an entire application "[i]f the search and examination of an en- 
tire application can be made without serious burden, . . . even though it includes claims to distinct 
or independent inventions." Id. 

The Restriction Requirement does not establish that searching all the inventions would 
constitute an undue burden to the Patent Office. Searching and examination of the process 
claims of Group II would be expected to significantly overlap with searching and examination of 
the related process claims of Group III and with the compound claims of Group I. 

In view of the foregoing, the present application represents a web of knowledge and 
continuity of effort that merits examination in a single application. Accordingly, reconsideration 
and modification of this election requirement and an early action on the merits is earnestly 



If any issue remains as an impediment to allowance, a telephonic interview is respectfully 
requested prior to issuance of any paper other than a Notice of Allowance; and the Examiner is 
respectfully requested to contact the undersigned to arrange a mutually convenient time and 
manner therefor. 



solicited. 



REQUEST FOR INTERVIEW 




Respectfully submitted, 
FROMMER LAWRENCE & HAUG LLP 
Attorneys for Applicant . 



Thomas J. Kowalski 
Reg. No. 32,147 
(212) 588-0800 
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